
(if United States FXtent and Trademar k Office 



UNITED STATES DEPARTMENT OF COMMEltCE 
United Stute* Patent and Trademark Of Kite 
Adi1r«3ft. COMMISSIONER OF PATENTS ANT) TRADEMARKS 
Washington, U.O. 20231 



APPLICATION NO. 


HUNG DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/672.323 




09/28/2000 


Michael J. Bunker 


10662-2 


7573 


7590 


o&'t)9/>oo: 









Pfizer Inc 

235 East 42nd Street 
20th Floor 

New York, NY 1 00 1 7-5755 



EXAMINER 



KIM, SUN U 



ART UNIT 



1723 

OATH MAILED; 08/09/2002 



PAPER NUMBER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/672,323 



Applicant(s) 
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Examiner 



John Kim 
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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timefy filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a repfy within the statutory minimum of thirty (30) days will be considered timely- 

- If NO period for repfy is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
• Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) 53 Responsive to communication(s) filed on May 21, 2002 

2a) 53 This action is FINAL. 2b) □ This action is non-final. 

3) □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayie, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) 53 Claim(s) 1-38 is/are pending in the application. 



4a) Of the above, claim (s) 18-38 
5)D Claim(s) 



6)53 Claim (s) 1-5, 7, 10-12, and 14 



7) 53 Claim (s) 6, 8, 9, 13, and 15-17 

8) □ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 
9) □ The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are a) D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) 53 The proposed drawing correction filed on May 2 1, 2002 is: a)53 approved b)D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

1 2) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 53 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
a)D The translation of the foreign language provisional application has been received. 

15) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment(s) 

1} 53 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-1 52) 

3) Q Information Disclosure Statement(s) (PTO-1 449) Paper No(s). 6) Q Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 8 
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1 . Applicant's election with traverse of Group I (claims 1-17) in Paper No. 7 is 
acknowledged. The traversal is on the ground(s) that there is no undue burden on the examiner 
to search all three groups simultaneously with respect to Groups I and III since Group III claims 
are drawn to a method of constructing an equilibrium dialysis apparatus that is virtually identical 
to the apparatus claimed in Group I. This is not found persuasive because Group I and Group III 
are related as process of making and product made and the inventions are distinct as described in 
Paragraph 3 of Paper No. 5 

The requirement is still deemed proper and is therefore made FINAL. 

2. The corrected or substitute drawings were received on 5/21/02. These drawings are 
acceptable for examination purpose. However, new drawing is required when application is 
passed to issue. 

3. Claim 1 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. Claim 1 is indefinite for failing to particularly point out whether "the top" is the top 
surface of the body. 

4. Applicant is advised that should claim 1 be found allowable, claim 2 will be objected to 
under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an application 
are duplicates or else are so close in content that they both cover the same thing, despite a slight 
difference in wording, it is proper after allowing one claim to object to the other as being a 
substantial duplicate of the allowed claim. See MPEP § 706.03(k). Claim 2 recites that the 
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means for vertically separating the well include dialysis membranes since means for vertically 
separating the well is dialysis membranes as claimed in its scope in the specification. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-5, 7, 10-12 and 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent No. 3,623,61 1 (hereinafter referred to as Riley et al). Riley et al teach a 
microdialyzer comprising a body comprising two elastic sheets (16, 18) having a top surface with 
openings (26a, 26b) and a closed bottom surfaces and a membrane sandwiched between two 
plastic sheets (16, 18) in vertical orientation perpendicular to a first plane and second plane 
inherently parallel to the first plane wherein clamps (22, 24) hold the elastic sheets together with 
backing plates (12, 14) (see figures 1-3; col. 1, line 36 - col. 2, line 30). 

7. Claims 6, 8-9, 13 and 15-17 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

8. Applicant's arguments with respect to claims 1-17 have been considered but are moot in 
view of the new ground(s) of rejection. 
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9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Harvard/ Arnica Interaction Studies brochure teaches equilibrium dialyzer having two 
halved plates with membrane sandwiched therebetween and openings to the top surface of the 
assembly. 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1 .136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of this final 
action. 

11. This application contains claims 18-38 drawn to an invention nonelected with traverse in 
Paper No. 7. A complete reply to the final rejection must include cancelation of nonelected claims 
or other appropriate action (37 CFR 1.144) See MPEP § 821.01. 
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12. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to John Kim whose telephone number is (703) 308-2350. The examiner can 
normally be reached on weekdays from 7:00 AM - 3:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Wanda Walker, can be reached on (703) 308-0457. The fax phone number for official response 
after final action is (703) 872-93 1 1, and the fax phone number for all other official faxes is (703) 
872-9310. 

When sending a draft amendment by fax, please mark the paper as "DRAFT"; otherwise, 
mark the paper "OFFICIAL". This will expedite the processing of the paper. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0651. 



John Kim 
Primary Examiner 
Art Unit 1723 




J. Kim 

August 7, 2002 



